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II. Remarks 

In the Final Office Action dated March 29, 2007, the Examiner rejected claims 1-10, 12- 

14, 23, 25-28, 32, 34-36, 39, 40, 42-44, 48, and 49 under 35 U.S.C. § 102(b) as being anticipated 
by U.S. Patent No. 6,159,220 to Gobron et al ("Gobron"). The Examiner also rejected claims 11, 

15, 16, 24, 30, 33, 41, and 47 under 35 U.S.C. § 103(a) as being unpatentable over Gobron. The 
Examiner also rejected claims 17, 18, 29, 31, 37, 38, 45, and 46 under 35 U.S.C. § 103(a) as 
being unpatentable over Gobron in view of U.S. Patent No. 5,989,266 to Foster ("Foster"). Each 
of the rejections from the Final Office Action dated March 29, 2007 is discussed below in 
connection with the various claims. No new matter has been added; accordingly, a new search is 
not needed. Applicants respectfully request reconsideration of the application in light of the 
following remarks. 

A. Rejections to the Claims 

1. Rejections Over Gobron 

The Examiner rejected claims 1-10, 12-14, 23, 25-28, 32, 34-36, 39, 40, 42-44, 48, and 
49 under 35 U.S.C. § 102(b) as being anticipated by Gobron. The Examiner also rejected claims 
1 1, 15, 16, 24, 30, 33, 41, and 47 under 35 U.S.C. § 103(a) as being unpatentable over Gobron. 
Gobron describes a medical retrieval device that includes a handle, sheath, and a basket for 
removing an object from a body. Gobron at Abstract. 

Gobron, however, fails to at least disclose a "rigid outer cannula," as claimed in 
independent claims 1, 23, 32, and 40. Gobron discloses a lever attached to an inner cannula that 
slides relative to an outer cannula to cause movement of the basket but has no discussion as to 
the rigidity of the outer cannula. Gobron at col.4 1145-51; Figs. 1 A, IB. 
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The Examiner states that "Gobron is believed to be 'rigidf'], as 'rigid' is a relative term 

and any material exhibits degrees of both flexibility and rigidity." Office Action at 2 (emphasis 

added). However, Gobron fails to disclose a rigid outer cannula, and the Examiner's "belief," 

alone, is not enough to support the rejection. See In re Hsiao-Dong Chiang, No. 94-1 144, 1994 

WL 660808, *1 (Fed. Cir. 1994) (unpublished) ("For a prior art reference to anticipate in terms 

of 35 U.S.C. § 102, every element of the claimed invention must be identically shown in a single 

reference."). 

Moreover, the term "rigid" is a term of art — and thus, having some lack of flexibility 

alone does not qualify a material as being rigid. As defined by Whittington's Dictionary of 

Plastics, a "rigid" plastic is defined as: 

a plastic that has a modulus of elasticity either in flexure or in 
tension greater than 700 MPa (7000 kgf/cm 2 or 100,000 psi) at 
23°C and 50% relative humidity when tested in accordance with 
ASTM methods D 747, D 790, D 638 or D 882. (ASTM D 883- 
75a). 

Loyd R. Whittington, 1 vols., Westport: Technomic, at 277 (2nd ed. 1978). In addition, Merriam 
Webster's Collegiate Dictionary defines rigid as "deficient in or devoid of flexibility." p. 1073 
(1 1th ed. 2003). Thus, a rigid outer cannula will deform a bodily lumen rather than conform to it 
because it is not flexible. 

Gobron fails to disclose a "rigid outer cannula" as the term "rigid" is defined in the art. 
In addition, the Examiner's assertion that Gobron must be rigid because it can collapse the basket 
wires within the sheath must also fail, because Foster disproves this theory. Foster, too, can 
collapse basket wires within a sheath, but Foster states that the sheath is flexible and not rigid. 
See Foster at col.7 11.24-29, 40-51; Fig. 5. 
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As previously explained, the rigidity of the outer cannula is not merely a matter of 
aesthetics. Instead, as disclosed in the instant application, the flexible nature of known graspers 
makes them difficult to control. Having a rigid outer cannula provides the medical technician 
more control in maneuvering the device along a tortious pathway and results in a quicker 
procedure with less trauma to the patient. Gobron fails to provide this control as it does not 
disclose a rigid outer cannula. Accordingly, Gobron does not anticipate independent claims 1, 
23, 32, or 40. Because Gobron does not anticipate the independent claims, it also does not 
anticipate the claims that depend on them. 

2. Rejections Over Gobron in Light of Foster 

The Examiner rejected claims 17, 18, 29, 31, 37, 38, 45, and 46 under 35 U.S.C. § 103(a) 
as being unpatentable over Gobron in view of Foster. Foster discloses a wire retrieval basket. 
Foster at Abstract. 

Foster fails to fill the gap left by Gobron. In particular, Foster at least fails to disclose a 
"rigid outer cannula," as claimed in independent claims 1, 23, 32, and 40. Instead, throughout 
the application, Foster discloses a flexible sheath and not a "rigid outer cannula." For example, 
Foster describes "a handle connected to the flexible sheath" and "withdrawing the basket into the 
flexible sheath." Foster at coL4 11.41-47. Foster also states "the elongated member 14 preferably 
comprises at least one flexible sheath." Foster at col. 7 11.24-29. Additionally, Foster states that 
"it is therefore preferred that the first flexible sheath 34 be composed of a highly flexible . . . 
material .... The second flexible sheath . . . can be composed of the same highly flexible 
material . . . ." Foster at col. 7 11.45-51. Because Foster fails to fill the gap left by Gobron, the 
combination of Gobron and Foster fails to disclose that which is claimed in independent claims 1, 
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23, 32, and 40. Therefore, the combination of Gobron and Foster fails to disclose that which is 
claimed in dependent claims 17, 18, 29, 31, 37, 38, 45, and 46. 
III. Conclusion 

In view of the foregoing remarks, Applicants submit that the pending claims are in a 
condition for allowance. Applicants respectfully request reconsideration of the application. If 
there are any questions concerning this response, Applicants invite the Examiner to phone the 
undersigned attorney at (312) 321-4200. 



Respectfully submitted, 




Andrea Lynn Evensen 
Registration No. 56,531 
Attorney for Applicants 



BRINKS HOFER GILSON & LIONE 
P.O. BOX 10395 
CHICAGO, ILLINOIS 60610 
(312) 321-4200 
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